

216,1 ? 590 03/02/2004 

SNELL& WILMER LLP 
1920 MAIN STREET 
SUITE 1200 

IRVINE, CA 92614-7230 



UN TED STATES DEPARTMENT OF COMMFRPF 
United States Patent and Trademark om™ E 

Addict COMMISSIONER FOR ^ PATENTS 

Alexandria, Virginia 22313-1450 
www.uspto.gov 




FIRST NAMED INVENTOR 
Joseph Neev 



ATTORNEY DOCKET NO. | CONFIRMATIO N NQ~ 
I6224-I4/NEC 782 3 

EXAMINER 

SHAY, DAVID M 



ART UNIT 



3739 

DATE MAILED: 03/02/2004 



PAPER NUMBER 

~7£ 



Please find below and/or attached an Office 



communication concerning this application or proceeding. 



BEST AVAILABLE COPV 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

< r far tut 



Applicant(s) 



Examiner 



Group Art Unit 

37-^ 



-The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address- 



-3 



_MONTH(S) FROM THE MAILING DATE 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
OF THIS COMMUNICATION. 

-Extensions of time may be avaiiable under the provisions of 37 CFR 1.136(a). .n no event, however, may a reply be time^ied after S!X (6) MONTHS 

- , o S isTpecified above, such period shall, by default, expire SIX (6) MONTHS from the "^^^^S ' 

- "ailurelo^ply wiE theset or extended period for reply will, by statute, cause the apphoaton to become ABANDONED (35 U.S.C. § 133). 

Status 



H^esponsive to communication(s) filed on / L 

his action is FINAL. 



□ Since this application is in condition for allowance except for formal matters .prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 



Disposition of Claims 

odaim(s) H 



. is/are pending in the application. 



Of the above ciaim(s) — 
□ Claim(s) — 



B'dlaimjs)- 

□ Claim(s)- 

□ Claim(s)- 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restriction or election 

requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on _ b □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All DSome* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) ~ 

□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

Certified copies not received: 

Attachment(s) 



□ Information Disclosure Statement(s), PTO-1449, Paper No(s).. 

□ Notice of Reference(s) Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other : 
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Application/Control Number: 09/854,3 1 1 Page 2 

Art Unit: 3739 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 30 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 30 the meaning intended to be conveyed by the parenthetical question marks is 
unclear also the pronoun "it" appears to be superfluous. For the purposes of examination these 
will be disregarded. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 26, 27, 32, 36, 41, and 42 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. There is no support for the use of tracing paper, Teflon, metal grains, or a 
pattern of thermal conductivity. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 21-24, 31, 38, and 39 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Tankovich et al ( c 089). 

See figures 3G, 3H, 31, 3J, 3K, and 3L. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 



obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claims 21-37 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tankovich 
et al ( ( 089) in combination with Neev. Tankovich et al teach a method as claimed except the 
particular intermediate substance. Neev teaches the use of a conductive material as an 
intermediate material. It would have been obvious to the artisan of ordinary skill to employ the 
various intermediate materials such as agar, tracing paper, and gas as well as the conductive 
material as taught by Neev, since these are equivalents to the liquid of Tankovich et al ('089); are 
not critical; and provide no unexpected result, thus producing a device such as claimed. 

Claims 38-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tankovich 
et al ('089) in combination with Neev. The teachings of Neev and Tankovich et al ('089) and the 
motivations for combination and modification thereof are essentially those already set forth 
above with regard to claims 21-37. Thus it would have been obvious to the artisan of ordinary 
skill to combine these old and well known teachings to produce a method such as claimed. 

Applicant's arguments with respect to claims 21-42 have been considered but are moot in 
view of the new ground(s) of rejection. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Any inquiry concerning this communication should be directed to David Shay at 
telephone number 308-2215. 

Shay/Dl DAVID M. SHAY 

PRIMARY EXAMINER 

March 4, 2004 GROUP 330 




